
Trademark Trial and Appeal Board Electronic Filing System. http://estta.uspto.gov

ESTTA Tracking number: ESTTA777740

Filing date: 10/19/2016

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name Goodship Inc.

Granted to Date
of previous ex-
tension

10/22/2016

Address 80 LIVELY BLVD
ELK GROVE VILLAGE, IL 60007
UNITED STATES

Attorney informa-
tion

Ronald S. Bienstock
Scarinci & Hollenbeck, LLC
1100 Valley Brook Avenue
Lyndhurst, NJ 07071
UNITED STATES
trademarks@sh-law.com Phone:201-896-4100

Applicant Information

Application No 86962263 Publication date 08/23/2016

Opposition Filing
Date

10/19/2016 Opposition Peri-
od Ends

10/22/2016

Applicant Souldier Company
1077 Balboa Ave.
Laguna Beach, CA 92651
UNITED STATES

Goods/Services Affected by Opposition

Class 014. First Use: 2016/01/01 First Use In Commerce: 2016/01/01
All goods and services in the class are opposed, namely: Jewelry; Jewelry chains; Necklaces; Neck-
laces made of corrosion-resistant metal; Necklaces made of stainless steel; Necklaces made of pre-
cious metals; Sautoir necklaces

Grounds for Opposition

Priority and likelihood of confusion Trademark Act Section 2(d)

Marks Cited by Opposer as Basis for Opposition

U.S. Registration
No.

4855800 Application Date 06/09/2015

Registration Date 11/17/2015 Foreign Priority
Date

NONE

Word Mark SOULDIER

http://estta.uspto.gov


Design Mark

Description of
Mark

NONE

Goods/Services Class 025. First use: First Use: 2006/05/20 First Use In Commerce: 2006/05/20

apparel and clothing items, namely, Headbands, Cuffs, Belts, Shirts, Pants,
Skirts, Vests, Dresses, Socks, Under Garments, Neckwear, Neckties, Footwear,
Flip Flops, Sandals, Shoes, Boots, Headwear, Hats, Caps, Hat Bands, Athletic
Tops and Bottoms, Swimwear, Gloves, Coats, Jackets, Yoga Clothing, namely,
yoga pants andyoga shirts, Outerwear, namely, vests and parkas

U.S. Registration
No.

4921580 Application Date 03/25/2015

Registration Date 03/22/2016 Foreign Priority
Date

NONE

Word Mark SOULDIER

Design Mark

Description of
Mark

NONE

Goods/Services Class 015. First use: First Use: 2006/05/20 First Use In Commerce: 2006/05/20

guitar straps, banjo straps, bass straps, mandolin straps, saddle guitar straps,
ukulele straps, guitar cases, mandolincase, ukulele cases

U.S. Application
No.

87195543 Application Date 10/06/2016

Registration Date NONE Foreign Priority
Date

NONE

Word Mark SOULDIER



Design Mark

Description of
Mark

NONE

Goods/Services Class 014. First use: First Use: 2011/06/24 First Use In Commerce: 2011/06/24

Jewelry, namely, bracelets, earrings, cufflinks made or coated with precious
metal, pendants, rings, necklaces, collar bars and tie bars; jewelry cases; key
chains, key rings made wholly or in part of precious metal; Chronometric Instru-
ments, namely, watches, clocks; watch cases, watch straps and fasteners
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Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by Overnight Courier on this date.

Signature /Adrian L. Lee/

Name Adrian L. Lee

Date 10/19/2016



IN LKJIHGFEDCBA THE UNITED  STATES PATENT AND  TRADEM ARK OFFICE BEFORE THE  

TRADEM ARK TRIAL AND  APPEAL BOARD

In  the M atter of  Tradem ark A pplication Serial N o. 86/962,263 

Pub lished fo r O pposition on A ugust 23, 2016

)G O O D SH IP IN C .

)

)O pposer,

) O pposition N o.

)v.

)

)SO U LD IER C O M PA N Y

)

A pplicant. )

NOTICE OF OPPOSITION

O pposer, G oodship , Inc. (“ O pposer”), an I llinois  C orporation, hav ing its principal place

of  business at 80 L ively  B lvd., E lk  G rove V illage, IL  60007, is a design m anufacturer and seller

o f  accessories fo r m usical instrum ents, clo th ing apparel, and jew elry. O pposer believes that it

w ill  be dam aged if  the above-identified application m atures to reg istration, and hereby opposes

the sam e.

A s grounds fo r its opposition, O pposer, by its attorney of  record, alleges as fo llow s:

BACKGROUND

U pon in form ation and belief, Sould ier C om pany doing business as Sould ier1.

C om pany (“ A pplicant” ) is a Texas Partnersh ip com posed of  ind iv iduals, M ichael H aw ks, Eric

C secs, and Jeff Toom ire, each w ith  a citizensh ip of  the U nited States, w ith  an address of 1077

B alboa A ve., Laguna B each, C A  92651.
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O pposer is the ow ner of  U nited States Tradem ark R egistration N o. 4,855,8002.

(‘ “ 800 M ark” ) fo r the standard character m ark SO U LD IER in  In ternational C lass 25 fo r “ apparel

and clo th ing item s, nam ely , H eadbands, C uffs, B elts, Shirts, Pants, Skirts, V ests, D resses, Socks,

U nder G arm ents, N eckw ear, N eckties, Footw ear, F lip  F lops, Sandals, Shoes, B oots, H eadw ear,

H ats, C aps, H at B ands, A th letic Tops and B ottom s, Sw im w ear, G loves, C oats, Jackets, Y oga

C loth ing, nam ely , yoga pants and yoga sh irts, O uterw ear, nam ely , vests and parkas.”

O pposer has used the ‘ 800 M ark in  connection w ith  its goods continuously since3.

as early as M ay 20, 2006.

O pposer is the ow ner of  U nited States Tradem ark R egistration N o. 4,921,5804.

(“ ‘ 580 M ark” ) fo r the standard character m ark SO U LD IER in  In ternational C lass 15 fo r “guitar

straps, banjo straps, bass straps, m andolin straps, saddle guitar straps, ukulele straps, guitar cases,

m andolin case, ukulele cases.”

O pposer has used the ‘ 580 M ark in  connection w ith  its goods continuously since5.

as early as M ay 20, 2006.

O pposer is the ow ner of  U nited States Tradem ark A pplication Serial N o.6.

87/195,543 (“ ‘543 M ark” ) fo r the standard character m ark SO U LD IER in  In ternational C lass 14

for “Jew elry , nam ely , bracelets, earrings, cufflinks m ade or coated w ith  precious m etal,

pendants, rings, neck laces, co llar bars and tie bars; jew elry cases; key chains, key rings m ade

w holly  or in  part of  precious m etal; C hronom etric Instrum ents, nam ely , w atches, clocks; w atch

cases, w atch straps and fasteners.”  (“ O pposer’ s A pplication” ).

O pposer has used the ‘ 543 M ark in  connection w ith  its goods continuously since7.

as early as June 24, 2011.
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O pposer has invested substantia l am ounts of  tim e, m oney, and other resources in8.

prom oting the ‘ 800 M ark, the ‘ 580 M ark, and the ‘ 543 M ark (co llectively , the “ SO U LD IER

M arks” ) and the professional quality of  its goods prov ided under the SO U LD IER M arks

throughout the U nited States, and is continu ing to spend substantial am ounts of  tim e and m oney

in  the prom otion of  its goods.

O n A pril  2, 2016, A pplicant f iled  an application fo r reg istration (T radem ark9.

A pplication Serial N o. 86/962,263) (“ A pplication” ) fo r the standard character m ark SO U LD IER

O F G O D in  In ternational C lass 14 fo r “Jew elry; Jew elry chains; N ecklaces; N ecklaces m ade of

corrosion-resistant m etal; N ecklaces m ade of  stain less steel; N ecklaces m ade of  precious m etals;

Sauto ir neck laces”  (the “ Jun ior M ark” ).

10. O n A ugust 23, 2016, the U nited States Patent and Tradem ark O ffice (the

“ U SPTO” ) published the A pplication fo r opposition in  the Tradem ark O ffic ia l  G azette.

O pposer tim ely f iled  the F irst 30-D ay R equest fo r Extension of  T im e to O ppose11.

the A pplication on Septem ber 22, 2016.

The B oard granted O pposer’ s F irst 30-D ay R equest fo r Extension of  T im e to12.

O ppose the A pplication on the sam e day.

O pposer f iles th is N otice of  O pposition before the expiration of  the F irst 30-D ay13.

R equest fo r Extension of  T im e to O ppose the A pplication.

O pposer has priority  of  use in  connection w ith  its ‘543 M ark by v irtue of  its14.

earlier date of  f irst use in  com m erce of  said m ark over any f irst use date of  the subject applied-

for m ark that can be estab lished by A pplicant, as A pplicant claim s a date of  f irst use of  January

1, 2016, w hich date is after O pposer’ s June 24, 2011 date of  f irst use in  com m erce of  its ‘543

M ark in  connection w ith  its goods.
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O pposer has priority  of  use in  connection w ith  its ‘ 800 M ark and ‘ 580 M ark by15.

v irtue of  its earlier date of  f irst use in  com m erce of  said m arks over any f irst use date of  the

subject applied-for m ark that can be estab lished by A pplicant, as A pplicant claim s a date of  f irst

use of  January 1, 2016, w hich date is after O pposer’ s M ay 20, 2006 dates of  f irst use in

com m erce of  its ‘ 800 M ark and ‘ 580 M ark in  connection w ith  its goods.

The Junior M ark w holly  incorporates O pposer’ s ‘ 543 M ark and other SO U LD IER16.

M arks. The rem ain ing portion of  A pplicant’ s Junior M ark is com prised of  “ O F G O D .”

O pposer has not authorized A pplicant to incorporate the ‘ 543 M ark or any of  its17.

SO U LD IER M arks in to its Junior M ark, and O pposer has not authorized A pplicant to use

O pposer’ s ‘ 543 M ark or any of  its SO U LD IER M arks in  any m anner w hatsoever.

The Junior M ark is confusing ly sim ilar to O pposer’ s ‘ 543 M ark and the18.

SO U LD IER M arks such that the A pplicant’ s application fo r the m ark SO U LD IER w ould be

inconsistent w ith , and dam aging to , O pposer’ s prior rights in  and to its SO U LD IER M arks.

O pposer has a real in terest in  th is m atter, as A pplicant’ s Junior M ark so resem bles19.

O pposer’ s SO U LD IER M arks as to be likely , w hen applied to A pplicant’ s goods, to cause

confusion, m istake, and/or to deceive as w ell as cause dam age to O pposer and the consum ing

public.

The goods set fo rth in  the A pplication are highly re lated to O pposer’ s goods listed20.

in  O pposer’ s reg istration fo r the ‘800 M ark and in  O pposer’ s A pplication fo r the ‘543 M ark,

thereby increasing the likelihood that consum ers w ill  be confused.

The goods set fo rth in  the A pplication fo r the Junior M ark fa ll  in to the natural21.

zone of  expansion of  the goods listed in  O pposer’ s registration fo r the ‘ 800 M ark.
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O pposer w ill  be dam aged if  A pplicant’ s subject A pplication is allow ed to m ature22.

to reg istration because such application is supporting and assisting A pplicant in  the confusing

and m islead ing use of  the m ark SO U LD IER .

W H ER EFO R E, O pposer prays that the Tradem ark A pplication Serial N o. 86/962,263 be

refused and not be allow ed to m ature to reg istration.

D ated: Lyndhurst, N ew Jersey 

O ctober 19, 2016

R espectfu lly subm itted, / 

SC A R IN C I &  HOLDl ENB^CK, LLC

B y:

R onald S. enstpck, Esq.

Scarinci &  H ollenbeck, LLC  

1100 V alley B rook A venue 

Lyndhurst, N J 07071

A TTO R N EY S FO R O PPO SER
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CERTIFICATELKJIHGFEDCBA OF SERVICE

The undersigned attorney hereby certifies that a true and com plete copy of  the fo rego ing notice 

of  opposition, has been served v ia federal express, PO STA G E pre-paid , on th is 19th day of  

O ctober, 2016, on:

SO U LD IER C O M PA N Y  D B A  SO U LD IER C O M PA N Y  

C /O JER EM IA H D O N A TI  

JER EM IA H D O N A TI, A TTO R N EY  A T  LA W  

3327 W . 4TH  STR EET 

FO RT W O R TH , TX  76107

A TTO R N EY  FO R A PPLIC A N T

s/ A drian L . Lee 

A drian L . Lee, Esq.

CERTIFICATE OF FILING

I  hereby certify that th is correspondence, inc lud ing all enclosures and attachm ents, is

being transm itted to the U nited States Patent and Tradem ark O ffice, Tradem ark Trial and A ppeal

B oard, v ia the TTA B 's ESTTA procedure on O ctober 19, 2016.

s/ A drian L . Lee 

A drian L . Lee, Esq.
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